
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.usplo.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/677,037 


09/30/2003 


Manoj Modi 


111855.00005 


7699 



26707 7590 10/19/2007 

QUARLES & BRADY LLP 
RENAISSANCE ONE 
TWO NORTH CENTRAL AVENUE 
PHOENIX, AZ 85004-2391 



EXAMINER 



CHEN, TE Y 



ART UNIT 



2161 



PAPER NUMBER 



MAIL DATE 



DELIVERY MODE 



10/19/2007 PAPER 

Please And below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



Office Action Summary 


Application No. 

10/677,037 


Applicant(s) ^ 

MODI, MANOJ 


Examiner 

Susan Y. Chen 


Art Unit 

2161 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )ED Responsive to communication(s) filed on 02 July 2007 . 
2a)E3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-4 and 9-27 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1-4 and 9-27 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) [Zl Information Disclosure Statement(s) (PTO/SB/08) 

Paper No(s)/Mail Date . 



4) O Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) O Notice of Informal Patent Application 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev, 08-06) 



Office Action Summary 



Part of Paper No./Mail Date 20071010 



Application/Control Number: 10/677,037 Page 2 

Art Unit: 2161 

Response to Appeal Brief 

This office action is in response to the appeal brief filed on 07/02/2007. 

Summary of Appeal Conference findings 

An appeal conference has been held on Oct. 08, 2007, the following is 
summarized as the conference findings: 

1) The 35 USC § 103(a) rejections on record are proper. 

2) Prosecution on the merits shall be reopened based on lacking of proper 
response to applicant arguments in the final office action filed on 01/08/2007. 

Reopen Prosecution 

In view of the Appeal Brief filed on 08/15/2005, PROSECUTION IS HEREBY 
REOPENED. A final rejection is set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1 .1 1 3 (if this Office action is final); or, 

(2) request reinstatement of the appeal. 

If reinstatement of the appeal is requested, such request must be accompanied 
by a supplemental appeal brief, but no new amendments, affidavits (37 CFR 1.130, 
1.131 or 1.132) or other evidence are permitted. See 37 CFR 1.193(b)(2). 
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Claims 1-4 and 9-27 are pending for examination, claims 1, 9, 15, 22 have been 
amended, claims 5-8 have been canceled, and claims 26-27 have been newly added. 

Terminal Disclaimer 

The terminal disclaimer filed on 09/27/2006 disclaiming the terminal portion of 
any patent granted on this application which would extend beyond the expiration date of 
the pending application No. 10/676,621 has been reviewed and is accepted. The 
terminal disclaimer has been recorded. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-4 and 9-27, are rejected under 35 U.S.C. 103(a) as being unpatentable 

over U.S. Patent No. 6,327,574 issued to Kramer et al. (hereinafter referred as Kramer) 

in view of U.S. Patent No. 6,694,331 issued to Lee. 
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As to claims 1 , 9, 15, 22 and 26-27, Kramer discloses a computer system for 
managing real property which having means and methods as claimed by applicant, 
comprising 

storing real property information from a portfolio of real properties on a central 
database organized under a plurality of information categories [e.g., col. 2, lines 50-55, 
the Generic TIC databases at col. 12, lines 15 - col. 13, line 53], including a general 
purpose category [e.g., the metadata at col. 12, lines 34-43], infrastructure category 
[e.g., the model(s) data at col. 12, lines 27-33], business category [e.g., the facts 
databases at col. 12, lines 17-26], accounting category [e.g., the statistic, accounting 
database, col. 13, lines 50] and maintenance category [e.g., the record of Calendar at 
col. 12, lines 45-53]; 

providing a website [e.g., the third party servers 602, Fig. 6 and associated texts]; 

selecting and retrieving the real property information from first and second 
information categories on the central database [e.g., the selection engine at col. 13, 
lines 5-19; the TIC servers 604, Fig. 6 and associated texts; col. 17, lines 53 - col. 18, 
lines 16]; and 

combining the selected real property information from the multiple information 
categories to provide a composite view of the real property [e.g., col. 3, lines 22-32, 50- 
60]; 

displaying the real property information from the central database on the website 
for a first user, wherein the first user edits the real property information [e.g., the use of 
World Wide Web browser, col. 8, lines 15-23, col. 9, lines 27-43]. 
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Kramer did not specifically express that each item of real property information is 
stored in only one of the plurality of information categories. 

However, Lee discloses each item of real property information is stored in only 
one of the plurality of information categories [e.g., Fig. 3 and associated texts]. 

Kramer and Lee are both in the same endeavor to optimize network document 
. accessing by providing data cataloging or grouping [e.g., Kramer: col. 3, lines 47-49; 
Lee: Fig. 5 and associated texts], hence, with the teachings of Kramer and Lee in front 
of him/her, it would have been obvious for an ordinary skilled person in the art at the 
time the invention was made to be motivated to modify Kramer's system with the 
cataloging technique as taught by Lee, because by doing so, each item of real property 
information of searching is stored in only one distinct categories by removing duplicate 
from the processed document, which will result in a more efficient storage usage and 
facilitate the network data navigating. 

As to claims 2, 1 1 , 16 and 23, the combined system of Kramer and Lee further 
discloses the following: 

a communication network for accessing the real property information from the 
central database [e.g., Kramer: the Internet, Fig. 6 and associated texts]; and 

a first computer system remote from the central database for displaying the real 
property information for a first user [e.g., Kramer: the client unit 600, Fig. 6 and 
associated texts]. 
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As to claims 3, 10, 17 and 24, the combined system of Kramer and Lee further 
discloses that the first user edits the real property information from the first computer 
system and saves edited real property information to the central database [e.g., Kramer: 
Scenario 1 at col. 18, lines 49-67]. 

As to claims 4, 12, 18 and 25, the combined system of Kramer and Lee further 
discloses the following: 

accessing the edited real property information from the central database through 
the communication network [e.g., Kramer: the use of URL at col. 1 , line 34-39] ; and 

displaying the edited real property information for a second user operating a 
second computer system remote from the central database [e.g., Kramer: the Scenario 
2 at col. 19, lines 1-17]. 

As to claims 13-14, 19-21 , the steps in the claimed method are deemed to be 
made obvious by the functions of the apparatus structure as recited in claims 22-25 in 
the combination discussed above, hence were rejected for the same reasons. 

Response to Arguments 

Applicant's arguments with respect to claims 1-4 and 9-27, have been considered 
but are moot in view of the new ground(s) of rejection. 

The examiner disagrees with applicant arguments and piece-meal interpretations 
against the prior art on record. 
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At first, applicant argued that "First of all, Kramer does not address real property 
applications." 

In response to applicant's arguments that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., real property applications) are not recited in the rejected claim(s). Although the 
claims are interpreted in light of the specification, limitations from the specification are 
not read into the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. 
Cir. 1993). In addition, Kramer clearly disclosed that his invention including at least 
"loan applications" [e.g., Kramer: col. 5, lines 56-61] that are deemed to serve for real 
property applications. Furthermore, applicant's failed to defined the metes and bounds 
of the claimed "real property", as such it is interpreted by the examiner as "any property 
of any asset in the real world". 

Applicant also argued that "Kramer does not teach or suggest the collection and 
processing of real property information. There is no reason for Kramer to do so because 
real property information and management has no relation to the consumer modeling 
system." 

In reply to the above arguments, the examiner directs applicant's attention to Fig. 
6 and associated texts of Kramer's invention, wherein, the software components of the 
TIC databases system clearly teaches the collection and processing of real property 
information [e.g., col. 16, lines 24 - col. 17, lines 47], 
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Furthermore, the instant specification, paragraph 0078 which is excerpted as 
following: 

"The maintenance technician logs-in into property management website 60 and 
views the make, model , installation date, and service history of the air conditioner for 
retail store 30. Such information would have been stored in central database 48 when 
the property was acquired or when new equipment was installed and is now available 
for review by other users ." 

As set forth above, contradictory to applicant arguments, Applicant Admitted 

Prior Art (or the instant specification) clearly recognized that the real property 

information and management have relation to a consumer modeling system. 

Next, applicant also argued that "the Kramer reference does not teach or suggest 
the step of storing real property information from a portfolio of real properties on a 
central database organized under a plurality of information categories." 

In reply to the above arguments, the examiner directs applicant's attention to the 
centralized TIC databases that are deemed to be categorized under a plurality of 
information categories such as Fact database, Model(s) Data, Metadata, Calendar, etc. 
as cited at col. 12, lines 15- 67. 

Finally, Applicant argued that "the Kramer reference does not combine the 
selected real property information from the multiple information categories to provide a 
composite view of the real property." 

In reply to the above arguments, the examiner directs applicant's attention to the 
following excerpts from Kramer: 
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"The present invention overcomes the limitations of 
conventional models and targeting methods for 
delivering custom content to consumers that matches 
their interests, preferences, demographics, or 
psychographics . Existing systems make use of data 
warehouses that aggregate information from a variety 
of sources, create demographic segments with associated 
consumer preferences, decide which segment or segments 
a consumer occupies, and sends information relevant to 
that segment to the consumer . " (col. 2, lines 47-55) 
"The consumer attributes may be defined in a 
hierarchical model, with aggregated attributes having 
values derived from lower level attributes (either 
themselves aggregated, or base level attributes) . In 
this way arbitrarily complex queries can be evaluated 
against the model to target very specific consumers. 
The hierarchical model further allows recursive 
selection of conditional content, with initial 
selection of content using higher levels of aggregated 
attributes, and subsequent selection using a 
combination of lower levels of attributes on which the 
higher levels are based and consumer expression of 
interest in each level of selected content. " (col. 3, 
lines 22-32) 

" grouping of elements of the model into a hierarchical 
framework that aids in a successive refinement of 
consumer attributes . " (col. 3, lines 47-49) 

" presentation mechanisms for enabling the consumer to 
selectively view the conditional content according to 
its ordering. " (col. 3, lines 57-59) 

As set forth above, Kramer clearly disclosed his system uses a data warehouse 
to combine (aggregate) the selected real property information from a multiple 
information categories that are categorized (or grouped) into a hierarchical selectable 
framework and provides a composite view of the real property for a user via 
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presentation mechanisms. Thereby, contrary to applicant arguments, Kramer disclosed 
the claimed limitations. 

In addition, U.S. Patent No. 6,694,331 issued to Lee clearly disclosed the newly 
added limitations "each item of real property information is stored in only one of the 
plurality of information categories" in each independent claims [e.g., Fig. 3 and 
associated texts]. Since Kramer and Lee are both in the same endeavor to optimize 
network document accessing by providing data cataloging or grouping [e.g., Kramer: 
col. 3, lines 47-49; Lee: Fig. 5 and associated texts], thus, with the teachings of Kramer 
and Lee in front of him/her, it would have been obvious for an ordinary skilled person in 
the art at the time the invention was made to be motivated to modify Kramer's system 
with the cataloging technique as taught by Lee, for the purpose to create an upgraded 
system such that each item of real property information of searching is stored in only 
one distinct categories by removing duplicate from the processed document, which will 
result in a more efficient storage usage and facilitate the network data navigating. 

Based on the discussion above, because applicant does not clearly point out the 
patentable novelty which he or she thinks the claims present in view of the state of the 
art disclosed by the references cited or the objections made. Further, they do not show 
how the amendments avoid such references or objections, therefore, it is believed that 
the rejections on record should be sustained: 
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Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Susan Y. Chen whose telephone number is 571-272- 
4016. The examiner can normally be reached on Monday - Friday from 7:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mofiz Apu can be reached on 571-272-4080. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Susan Y Chen 
Examiner 
Art Unit 2161 

Oct. 10, 2007 



